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ArtUnit: 1631 

In re application or; 



Karen L-FINCHER era/. 
Appln.No.: 09/666,355 
Filed: September 20, 2000 



ArtUnit: 1631 

Examiner: Chaiming Mahatan 

Atty.Dlct.No.: 16517.3U 

Appeal No.: 2004-1034 




Title: Nucleic Acid Molecules and Other Molecules Associated with Plants 

Request for Suspension of Appeal 

Commissioner for Patents 
P.O. Box 1450 

Alexandria, VA 22313-1450 / 
Sir: 

Appellant hereby requests that the Board of Patent Appeals and Interferences 
("Board") suspend action in the above-captioned appeal The issues presented m the 
appeal involve the utility of partial nucleic add molecules, such as Expressed Sequence 
Tags (ESTs), under 35 U.S.C. §§ 101 and 112 and the sufficiency of the wntten 
description of these sequences. An appeal involving the utility of partial nucleic acd 
„.olecules is currentlypending before the United States Court of Appeals forthcFede^l 

Circuit ("Federal Circuit")- Tlie sufficiency of the written description has been decided 
by the Board under similar circumstances as the present appeal. ' 

On October 23, 2002 Appellant filed a Notice of Appeal in the above-captioned 
nxatter-TTiereafter, Appellant filed anAppealBrief with the Patent Office onDecember 

20 2002 and waived oral hearing on July 22, 2004. 

On May 27 2004, the Real Party in Interest in the above-captioned matter filed an 
appeal to the Federal Circuit in In re FisHer (U.S. Appln No. 09/619,643, B.P.A.I. Appeal 



I hcTtby certify ,hat ihe foresoiog R«l<i«i for Suspension of App«l is beiflg 
SKrwmined to ihe atttniion of ihe Board of Patent Appwl* ».«« 
St^a f^imilc number (703) 30S-620O - l.c U.S. P.lc«t and 
Ti»d en«rk Ofl^ eotml fHCSlr/ifc number (703) 872.9306. 

A.. ^ ..«20M04 



-.7 — ,r\.- si.« .4jcnoB\ Date 
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No. 2002-2046, pre.»>«n8 *c i»ue of^e uOiity of par«.l nucleic acid molecules, such 
asESTsmider33U.S.C.§§101andll2.' ,.,,fc,R„.rf 
The Office l«s stated 4a. postpomT^j consideratio. of an appeal »ntl <he Boani 

^ ..e benefi. of a Federal Circui. decisioa. which .a, be de«rmina«ve of an issue u. 

.he appeal, is sound practice. See e.,.. M.PBP. 51213. 8« Ed*on. Revs.onNo. 2. .. 

'''' ''Hese reasons, AppeUan. hereby re,acs« ^ ^ Board suspend consideradon 
of fl.e present appeal unUl 4e Federal Circuit provides ^dance on the issue of .he unlrty 
ofpartial nucleic acid nrolecules. such as ESTs. Should d>e Connaissioner rec,u.re 
addi^onal infomration, he is invit«l to con^. the undersigr^d a. the number provrded 

below- 

Respectfiilly submitted. 



Date: A] i fni.st20, 2004 - Thomas E. Holsten (Reg. No. 46.095) 

David R. Marsh (Reg. No. 41 ,408) 
ARNOLD & PORTER LLP 

Of Counsel rn^cr "Mo 30 768) nr.m-.s pondepce Address : 

Lawrence M. Lavrn, Jr. (Reg. No. 3U, /ob; v.»ihp;>h 

c v^iic^rR^-o Mo 29 938) Monsanto Coinpany 

-niomas E. Kelley (Reg. No. ^ Lindbergh Boulevard 

Monsanto Company MailzoneE2NA 

Sl Louis, Missouri 63 1 67 
Tel: (314)694-1000 
Fax:(314)694-9009 

^ The Board has upheld Exarriners' utility rejections in similar appeals. See, ..Z- Appeal Nos. 2003-t 137. 
2003-0996, 2003-1504, 2003-1746 and 2002-2046. 
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RECEIVED 

AUG 2 0 2004 



Fax Transmittal 

August 20, 2004 



RECIPIENT NAME(S) 



US Patent and Trademark Office 
Board of Patent Appeals an d Interferences 



RECIPIENT 
FAX NUMBER(S) 



SEP - 2 7004 



U.S. PATENT AND TRADEMARK OFRCE 
BOARD OF PATENT APPEALS 



SENDER 



(703) 872-9306 
r703'> 308-6200 



TELEPHONE NUMBER(S) 



SENDER'S TELEPHONE 
NUMBER 



(703) 305^673 



SENDER'S ROOM NUMBER 



(202) 942-5085 



TIMEKEEPER NUMBER 



NUMBER OF PAGE(S) 




981 



We are transmitting 32 page(s) ■ 
[inriiiidinfl this cover sheetL 



TRANSMISSION DEAPUNE (DATE & TIME) 



This document must be transmitted no later than: 
August 20. 2004/ASAP 



A LTERNATE TELEPHONE NUMBER (OPTIONAjJ 



Alternate telephone number at which the sender can be reached 
If there are difficulties with this fax: (202) 942-5159 




r, . , X, onn^ 1079 2003-1073 2003-1074, 2003-1666, 2003-1939, 2004-1034, 2004-1272, 
?St^?2004 1275 '^^^^^^ ^00^1^^^ 

Atty. Dkt.Nos.: 16517.323, 16517.326. 16517.324, 16517.128, 16517-277, 
16517 314, 16517-032, 16517.285, 16517.276, 16517.272, 
16517.281. 16517-231, 16517.142 and 16517.233 



See the attached. Please acknowledge receipt via retuin facsimile. 



PRIVILEGED AND CONFIDENTtAL „„.«<.h =Kn«» w the reader of this messaae Is no! the Intended recipient or the 
infomiation intended only for the use of the ^^dressee n^m^^^^^^^^^ that any dissemination, distribution or 
employee or agent '^^^f'^ '^lSiTlSLTS^^^^ ' eSis Ws^^mmunicatlon in error should notify us lmmad«lely by 
^^^^^^.=^1^^^^ 
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A\rVlNWt-L-X _ 202^42^ 

202-942.5939 Fa^^ 

555 Twelfth Street NjW 
Washington. DC 20004-1206 

August 20, 2004 

LTTA r^ACSlMILE 



Board of Patent Appeals j^*^^^^^^^^ 
United States Patent and Trademark Office 
P.O.Box 1450 ^ 
Alexandria, Virginia 22313^1450 

Re: Requests for Suspension of Appeal 
Dear Sin 



RECEIVED 

SEP - 2 ?nnd 

U.S. PATENT AND TRADEMARK OFRCE 
BOARD OF PATENT APPEALS 
AND INTERFERENCES 



Dear ^ir. t «»u iniunrt-m-imuo I 

• * K^, the II S Patent and Trademark Office is a Request 

Transmitted herevvlth for appropm e action U.^-.^^^*^''' ^ 

for Suspension of Appeal for each of the followmg apphcations- 

1. Appeal No.: Not Yet Assigned/Conf.No^ 6701 
SerialMo. 09/267.199, filed March 12, 1999 

^Slf^SelfrcidM^^^^^^^ 

Pathway 
Attorney Docket No.: 16517.233 

2 Appeal No.i 2003-1072 

Serial No. 09/333,534, filed June 14, 1999 

K^StidM^SSd'^^^ 
Attorney Docket No.: 16517.323 

3. Appeal No.: 2003-1073 , 

Serial No. 09/540,234, filed April 3, 2000 

Attorney Docket No.: 16517.326 

4 Appeal No.: 2003-1074 

Serai No. 09/552,086. filed April 19. 2000 

^SSJ^l^'XcfdiSf^^^^^^ 

Attorney Docket No.: 1 6517.324 

5 Appeal No.: 2003-1666 

Serial No. 09/521.640. filed March 10, 2000 

^rt£"tcSSsi^^ 

Attorney Docket No.: 16517.128 
WasHington.DC New Vor. London Brus..ls Los A.«o.e, Century Otv Non.e.n V,rg.n,3 Dcnve. 
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Board of Patent Appeals and Interferences 
U.S. Patent and Trademark Office 
August 20, 2004 
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6 AooealMo.: 2003-1939 

sSno. 09/333^35. filed June 14. 1999 

^srrsrAcSS^^ 

Attorney Docket No.: 16517.277 

7. Appeal No.: 2004-1034 

Serial No. 09/666.355. filed September 20, 2000 

Aoolicants: Karen L. FINCHER et al. . . . uu di-„*., 

Title? Nucleic Acid Molecules and Other Molecules Associated with Plants 

Attomey Docket No.: 16517.314 

8. Appeal No.: 2004-1272 

Serial No. 09/371,146, filed August 9, 1999 
Applicants: Nordine CHEIKH et al. 
Title: Annotated Plant Genes 
Attorney Docket No.: 1 65 1 7.03 2 

9. Appeal No.: 2004-1273 

Serial No. 09/637,086, filed August 1 1, 2000 
ADoHcants- Karen L. FINCHER et al. 

Title: Nucleic Acid Molecules and Other Molecules Associated with Plants 
Attorney Docket No.: 16517.285 

10. Appeal No.: 2004-1275 

Serial No. 09/540,235, filed April 3, 2000 

Applicants: Dane K. FISHER era/. .rr -n. f 

Title: Nucleic Acid Sequences from Cyanidium Caldarium and Uses Thereot 
Attorney Docket No. : 1 65 1 7 .27 6 

11. Appeal No.: 2004-1406 

Serial No. 09/553,094, filed April 18, 2000 

Applicants: Scott E. ANDERSEN a/. • . ^ -.u oi « 

Title: Nucleic Acid Molecules and Other Molecules Associated with Plants 
Attorney Docket No.: 16517.272 
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Board of Patent Appeals and Interferences 
U.S. Patent and Trademark Office 
August 20, 2004 
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12 Appeal No. 2004-1480 

' Serial No. 09/732,627. filed December 8, 2000 

Sn''«cSddSS »fo*=, Mo.^*. w«h Plan^ 

Attorney Docket No.: 1 65 1 7.28 1 

13. Appeal No-: 2004-1725 

Serial No. 09/233^1 8, filed January 20, 1 999 

^^S'TucS^ A^d M^i^Sf .nd°Oto Mofccal^s A.soda.=d with .he T.„.pyrrol. 

Pathway 
Attorney Docket No.: 1651 7.23 1 

14 Appeal No.: 2004-1773 

Serial No. 09/421,106. filed October 15, 1999 

At>Dlicants: Joseph R- BYRUM . . . m * 

Title: Nucleic Acid Molecules and Other Molecules Associated with Plants 

Attorney Docket No.: 16517.142 

It is respectfully requested that acknowledgement of receipt of these waivers be sent via return 
facsimile to the undersigned at 202-942-5999. 

In the event that extensions of time are necessary to prevent abandonment of these patent appli- 
cations SeJ suTe^Snsiol of time are hereby petitioned. AppeUants do not bel.eve any fees are due in 
cations, wen su However if any fees are required in the present applications, including 

& Porter LLP Deposit Account No. 50-2387, referencing docket number 16517,001. 

Sincerely, 




David R, Mareh (Reg. No. 41 ,408) 
Thomas E. Holsten (Reg. No. 46,098) 



Enclosures 
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